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MC Escher, ‘Dag en nacht’ (1938)
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The substantive law of the UPCA applies to EP’s litigated before the UPC, because:

1. The text of Articles 3 and 25-27 UPCA unambiguously

suggests substantive law applies to EP’s and EPUE’s alike

2. The adoption of uniform substantive provisions aligns with the 

intentions of the UPCA’s drafters

3. Rules on validity are also harmonized before the UPC

4. Article 34 UPCA necessarily presupposes uniform substantive

law throughout UPC territory

1. First concern: international jurisdiction and Article 34 UPCA

2. Second concern: what about opt-outs?

Overview of the argument
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The text of Articles 3 and 25-27 UPCA
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Council working document 30 October 2007 (14492/07)

The legislative intent (i)
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▪ Very first outline of UPCA (“Preliminary Set of Provisions”, 19 

March 2008) contains no substantive provisions

▪ But first draft published shortly thereafter (14 May 2008) does:

The legislative intent (ii)
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▪ Suplerfluous if UPCA was only intended to confer jurisdiction

▪ National differences also exist in relation to validity rules; if

national law still governs patents, why not also in respect of 

validity?

Rules on validity also harmonized
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▪ “As a rule, injunctions will cover the territory of those CMS for 

which the patent has effect (…) It is true that the attacked 

embodiments are not offered anymore in Germany. However, 

this does not justify excluding Germany from the preliminary 

injunction (…) The same applies to other countries in which the 

attacked embodiments were not offered” (CoA Insulet/EOFlow)

▪ In line with clear wording + intent of Article 34 UPCA

Article 34 UPCA (i)
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▪ General problem: what is the basis for international jurisdiction

of the UPC’s Local Divisions?

▪ LD Mannheim: art. 4 Brussels I Reg (= home state court), so

long as defendant resides in UPC territory

▪ Correct? Art. 71a Brussels I Reg: For the purposes of this 

Regulation, a court common to several Member States … shall 

be deemed to be a court of a Member State.

▪ LD Hamburg: jurisdiction ex art. 7(2) Brussels I Reg extends to 

all UPC territories by virtue of Art. 34 UPCA

▪ Correct? Jurisdiction ex art. 7(2) Brussels I Reg is territorially 

limited and EU law > UPCA (cf. art. 20 UPCA).

Article 34 UPCA (ii)
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▪ Wording of UPCA clearly suggests UPCA substantive law

applies in spite of opt-out:

▪ Undesirable if substantive law depends on forum

▪ But not in line with idea behind opt-out, as noted by PrepCom.

▪ Incongruous results: cf. indirect infringement, remedies

▪ “Error” caused by compromise of transition period

▪ Can linking applicable law to the forum be justified?

The difficult issue of opt-outs



Thank you very much for your attention!
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