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Imagine…
… you or your client own(s) a
registered trade mark and note(s) a
third party company is using a similar
mark.
Q: What do you do?
A: You send a letter asking them to stop,
and threaten court action if they don't
comply with your request?

Uniquely British…?
• That is what you do, isn’t it?
• Not (necessarily) in the
United Kingdom of Great
Britain, where by doing so
you potentially risk
becoming the defendant
rather than the claimant.

Danger: Threats Action!
In the UK, where a threat of infringement
proceedings is made to a 3rd party in respect of a
registered trade mark (or an application to register
a trade mark) …
(1) the recipient may have a claim
(2) against whoever (including a law firm)
(3) is making the threat if that threat is
found to be unjustified.

What does the law say?
Section 21 (1) UK Trade Marks Act 1994 provides:
“Where a person threatens another with proceedings
for infringement of a registered trade mark other than
—
(a) the application of the mark to goods or their
packaging,
(b) the importation of goods to which, or to the
packaging of which, the mark has been applied, or
(c) the supply of services under the mark,
any person aggrieved may bring
proceedings for relief under this section.”

Purpose?
• First introduced for patents by
the Patents, Trade marks and
Designs Act 1883.
• Historical purpose of the
“threat action” was to protect the
recipient from being forced to
cease a particular activity in
order to avoid litigation,
where the threatening party had
no grounds for/no intention
to pursue its claim.

Similar provisions
• Similar provisions relating to registered trade
marks, patents, registered designs and
unregistered designs:
• Section 70 of the Patents Act 1977 (Patents Act),
as amended by the Patents Act 2004;
• Section 26 of the Registered Designs Act 1949
(RDA);
• Section 253 of the Copyright, Designs and
Patents Act 1988 (CDPA).

Primary vs. Secondary Infringer?
• Section 21 Trade Marks Act
does not cover threats made
to a ‘primary’ infringer in
the commercial chain;
• nor threats made in relation
to the provision of services;
• section 21 does not include
‘Passing Off’ or Copyright
infringement threats.

What is a ‘threat’?
•
•
•
•

Any intimation = almost all forms of
communication.
Oral, written, express, implied.
Directly or indirectly (conditional or mere
reservation of rights).
Not necessary to show financial loss.

What is a ‘threat’?
• Objective test.
• Jury-type question and should be determined
by adopting what a reasonable person would
understand to be the ordinary meaning of the
words in the circumstances in which the
statement was made at that date.
• Q: In the position of the person threatened,
would an ordinary person perceive the
communication to be a threat of proceedings for
infringement of a registered mark?

Implicit Threat
• L’Oreal v Johnson & Johnson [2000] FSR 686:
assertion made by the trade mark owner that it
had “not decided whether to sue” was found
to be an implicit threat, when made in a letter
which was a response to a request for an
assurance that proceedings would not be brought
in the UK.
• Letter also contained a statement that the trade
mark owner had already commenced
proceedings in respect of the same trade mark in
Ireland and had six years to commence
proceedings in the UK.

What is a ‘threat’?
• Subsequent correspondence is unlikely to be
relevant. In other words, the statement needs to
be placed in the context in which it was made.
• An actionable threat can be made in respect of a
CTM, a UK trade mark, or an
International trade mark registration in
relation to which an extension for protection has
been made to the UK and/or European
Community under the Madrid Protocol.

What is a ‘threat’?
• It also includes Europe-wide threats
that implicitly include the UK.
• The recipient of the threat bears the
burden of proving that an actionable
threat has been made.

Who can be liable?
• Action can be brought against the party
making the threat.
• IP/trade mark owner, or a licensee.
• Extends to professional advisors, such as
lawyers, patent and trade mark attorneys.
• A company will be (vicariously) responsible for
threats made by its employees or agents.

Who can claim?
• “Any person aggrieved” may have a claim if they can
show that their commercial interests are, or are likely to
be, adversely affected in a real way.
• Not only to the person or business to which the threat
was directed, potentially includes anyone in the
supply chain.
• May include manufacturers, importers,
distributors, buyers and even the ultimate user.
• E.g., where the threat is made to a distributor of marked
products, the supplier or manufacturer of the goods in
question might be a person aggrieved for the purposes of
s21(1) Trade Marks Act.

Exceptions (Overview)
• Trade Mark:
– Applying the mark to goods or their
packaging.
– Importing goods bearing the mark.
– Supplying services under that mark
• Design:
– Making or importing anything.
• Patent:
– Making or importing a product for
disposal.
– Using a process.

Exceptions
• Mere Notification section, section 21(4)
Trade Mark Act.
• Primary Infringer / Importer / Service
Provider; section 21(1)(a)(b)(c) Trade
Mark Act.
• Justified Threat section 21(2) Trade
Mark Act: infringer will still succeed if he
can show that the mark was invalidly
registered or is liable to be revoked.

“Mere notification” (overview)
• The mere notification of the existence of a
patent does not constitute a threat of
proceedings; section 70(4) Patents Act;
• The mere notification that a design is registered
does not constitute a threat of proceedings,
section 26(3) RDA;
• The mere notification that a design is
protected by design right does not constitute
a threat of proceedings, section 253(4) CDPA.

“Mere notification”
• “Mere notification”, section 21(4) Trade Mark Act:
a letter which simply notifies the recipient of the existence
or registration of/application for of the trade mark will not
usually constitute a threat.
• Interpreted narrowly.
• Doing any more than sending, e.g., a copy of the trade
mark certificate and a covering letter drawing the
recipient's attention to it, could potentially take an IP
owner out of the exceptions and amount to an implied
threat.
• However, the courts carefully consider such letters and
may decide that there is an implied threat.

“Mere notification”
• “…borderline between a threat of proceedings and mere
notification of the existence of design right is often very
fine.” (see: Copinger and Skone James on Copyright).
• “….persons seeking to take advantage of that provision
should be very careful not to go even a fraction further
than what is permitted, lest a threat be inferred.“ (see:
Kerly's Law of Trade Marks and Trade Names).
• Jaybream Ltd v Abru Aluminium Ltd [1975] FSR 597:
notification of a design registration in a letter
which threatened proceedings for copyright
infringement was held to be an actionable threat.

Relief
• Section 21(2) Trade Mark Act provides that the relief
which may be claimed is a declaration that the
threats were unjustifiable, an injunction against
the continuation of the threats, and damages for
any loss that has been suffered.
• Forms of Relief, section 21(2) Trade Mark Act:
(1) declaration that the threats are unjustifiable;
(2) injunction against the continuance of the threats;
(3) damages in respect of any loss sustained by the
threats.

Relief
• The person who has made the threats may
defend the claim by showing that the acts in
respect of which proceedings were threatened
truly constituted an infringement of a
registered trade mark.
• However, this defence is not available where the
registered trade mark is shown to be
invalid or liable to be revoked, section 21(3)
Trade Mark Act.

Relief
• In order to obtain damages, the party bringing
the claim must provide evidence of the damage
or loss suffered and that it was caused by the
threat (NB: does not happen often).
• One further remedy is the granting of a
declaration that the threatened party has not
infringed any rights. NB: ‘Infringer’ gains
tactical advantage.

Civil Procedure Rules
• Is it best not to write letters to the other side at
all but to sue first?
• Civil Procedure Rules (CPR): the “Overriding
Objective” and Pre-Action Protocols encourage
the parties to enter into open discourse to
resolve a dispute out of court; costs implications.

“Without Prejudice”
• Threats made during without prejudice negotiations
or in without prejudice correspondence will not be
admissible in evidence and a claim based on
such threats is likely to be struck out as being
an abuse of process; (Unilever v Proctor &
Gamble [2000] FSR 344).
• It is possible for parts of a letter to be excluded from
proceedings but if the meaning of what remains is
altered, then it is likely that the whole letter will be
excluded; (Best Buy at [39]).

“Without Prejudice”
• Unilever v Proctor & Gamble [1999] FSR 849, High Court case
(before the CPR), already applied CPR public policy holding
that if "without prejudice" negotiations were entered
"honestly with a genuine intention to try to settle", it
would be against public policy to lift the privilege applied to
"without prejudice" documentation to enable the alleged
infringer to sue for threats. Absurd effect of making litigation
more likely.
• Court of Appeal in Unilever v Proctor & Gamble [2000] FSR
344, upheld, striking out a threats action for being
based on inadmissible evidence. Proctor & Gamble had
stated in a "without prejudice" meeting that it would assert its
rights in relation to the patent in question if negotiations were
unsuccessful. Court found it would have been abuse of
process for Unilever to rely on that, also in light CPR reform.

“Without Prejudice”
• Kooltrade v XTS Ltd [2001] FSR 13, another
threats action regarding correspondence marked
"without prejudice". Court referred to Unilever
case, but "without prejudice" rule did not apply
since at the relevant time, no relevant
negotiations had been had between the parties.

“Without Prejudice”
• Schering Corporation v
Cipla Ltd and another
[2004] EWHC 2587 (Ch),
"without prejudice" rule
applied where threat to
sue was contained in
defendant’s opening letter,
which also included an
invitation to negotiate.

“Best Buy”
Best Buy Co Inc & Anor v Worldwide Sales Corporation
Espana SL - [2011] EWCA Civ 618:
Facts: Best Buy operated stores in the US as BEST BUY and
planned to enter the European market under the same name.
In September 2008 Worldwide, which owned trade marks for
the mark BEST BUY wrote to Best Buy that its use of the trade
mark
“… in Europe, and in particular in Spain, as well as in
advertising and in the media, as at present… would entitle
[Worldwide] to take the appropriate legal action to defend
its interests”.

“Best Buy”
Worldwide required Best Buy within 15 days
to enter into settlement negotiations or
undertake not to use the trade mark/sign
BEST BUY in Europe.
When negotiations failed, Best Buy in
Europe brought proceeding under section 21
Trade Marks Act.
High Court dismissed the claim and found
that viewed as a whole, and in the context of
what preceded it, the letter was a
comprehensive negotiating response, which
attracted the protection of the without
prejudice privilege.

Best Buy: Court of Appeal
•

Court of Appeal confirmed Trial judge was correct in finding that
Worldwide Sales’s letter contained a threat of infringement
proceedings under the TMA 1994.

•

However, Court of Appeal found that the trial judge had failed
to consider the letter containing the threat as a whole and
had focused too much on the last paragraphs which contained an
invitation to enter settlement negotiations:
“Interpreting “threat”: The circumstances and correspondence
must be considered as a whole when determining whether the
letter falls within s 21(1). A reasonable recipient of [the] letter
would take it as indicating that Worldwide … was not merely
asserting its legal rights, but also intending to enforce them. The
exclusions in s 21(1) are to be construed narrowly.”

Best Buy: Court of Appeal
• Even though 21(1) Trade Mark Act is a domestic UK
provision, a Community trade mark can found
the basis of such a claim if the threat concerns
proceedings in the UK. The letter was sent to a UK
address, and it referred to press coverage indicating
that Best Buy Inc intended to launch its European
business in the UK.
• Would lead a reasonable recipient to believe that the
threat concerns proceedings intended to be brought in
the UK.

Practical Points
• Only way to avoid an action for threats with
100% certainty is not communicate with the
suspected infringer… .
• Limiting threats to passing off or
copyright infringement or misuse of
confidential information – but watch out
that no implied threats are made relating to
patents, trade marks or designs.
• Do not attempt to get around the legislation with
clever wording.
• Do not copy letters to anyone else.

Practical Points
• Do not use broad undertakings:
where undertakings are requested, these
should also be confined to the acts
specified in the relevant statute.
• Gather comprehensive evidence before
writing.
• Only threaten primary infringers for
primary infringement.

Practical Points
• NB: “Mere Notification” letters may prompt
the infringer to request clarification,
which if provided, may trigger a threats action.
So watch out!
• Solicitor or patent or trade mark attorney may
consider an indemnity from the client, who
in turn should be advised that should a threats
action be brought against lawyer, he/she will
probably have to stop acting for them.

The future: Change?
• Law Society’s Intellectual Property Working Party:
“This is archaic legislation which is confusing for
clients, causes consternation amongst solicitors
and contaminates the prospect of dialogue towards
early settlement”.
• Draft Intellectual Property pre-action protocol 2001:
– Published as a voluntary Code of Practice in 2004
– Limitation – still open to threat action.
• Patents Act 2004 relaxed threats provision for patents.

Law Commission Report
The Law Commission in early 2014 issued a report
which recommends reform of the law concluding:
• Threats legislation should be maintained but
needs to be reformed;
• Current distinction between primary (e.g.
manufacture and importation) and secondary (e.g.
subsequent sale) infringers should be maintained.

Law Commission Report
• Trade mark and design legislation should be
amended similarly to current threats legislation
for patents, e.g. become more relaxed.
• Would mean that where alleged infringer
carried out a primary act in respect of a
particular product or article, a threat to
bring infringement proceedings can also
refer to secondary acts by same person.

Law Commission Report
• Communications with secondary infringers should be
permitted for all Intellectual Property Rights where the
communications are made for a legitimate
commercial purpose and the information given
is necessary for that purpose.
• For example, may need to inform a potential infringer of
the existence of a right where infringement requires such
knowledge, or the communication may be necessary to
identify whether an infringement has taken place.
• Personal liability for professional advisors
should be removed where they are acting in their
professional capacity and on instructions from their
client.

Law Commission recommends reform
of groundless threats legislation
• Reforms welcomed by IP rights owner and legal advisors.
• As usual, uncertain whether or when parliamentary time
will be made available in order for the legislation to be
amended.
• Groundless threats remain a minefield.

Thank you.
Any questions?
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